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Dear Sin 



Responsive to the Decision on Petition mailed November 21, 2007, Applicant requests 
reconsideration of the Decision as that Decision is legally deficient. Applicant respectfiilly 
requests consideration of the following Remarks set forth below: 
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REMARKS 

In the Office Communication mailed June 7, 2006, the Examiner imposed a Requirement 
for Information under 37 CFR §L105. Therein, the Examiner directed Applicant to disclose all 
co-pending applications and related patents that may be related to the current application 
identify specific claims of those applications and/or patents that mav present double patenting 
issues with the instant application claims. In the reply dated September 7, 2006, Applicant listed 
those co-pending applications and patents believed to be relevant to examination of the current 
application; however. Applicant stated that the additional request to identify claims that may 
present double patenting issues was improper as it was a request for analysis and leaal 
conclusion, which exceeds the breadth of a Request for Information as outlined in 37 CFR 
§L105. 

In response to Applicant's reply objecting to the scope of the Requirement for 
Information, the &caminer mailed a series of Notices of Non-Compliant Amendment under 37 
CFR §1.121, stating that the responses were non-compliant because Applicant objected to and did 
not identify specific claims of those applications or patents which may present double patenting 
issues with the instant application claims. Therefore, Applicant filed a Petition for Supervisory 
Review of the Requirement for Information on May 1 1, 2007, stating that (1) the Examiner*s use 
of a Notice of Non-Compliant Amendment under 37 CFR §1 .121, was improper and that (2) the 
replies^ were fully responsive to a proper Requirement for Information under the guidelines set 
forth for such a requirement in MPEP §704.11, and Applicant explained why the Examiner's 
broad request made in the Requirement for Information was not consistent with the scope of 37 
CFR§M05. 

A Decision on Petition was rendered on November 21, 2007, dismissing Applicant's 
petition. For the reasons set forth herein. Applicant respectfully requests reconsideration of the 
previous Decision on Petition based on l^al error and review of the imposed Requirement for 
Information under the guidelines set forth for such a requirement in the MPEP. 

!■ The Imposed Rcauiremcnt for Information 

In the Requirement for Information under 37 CFR §1.105 of June 7, 2006, the Examiner 
directed Applicant to disclose all co-pending applications and related patents that may be related 
to the current application. Responsive thereto, reasonable inquiries were made to those 
responsible under 37 CFR § L56(c) and to the assignee of the present application, and a list was 
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provided of those co-pending applications and patents believed to be relevant to examination of 
the current application. 

The Examiner also directed Applicant to "^identify the specific claims of those (related] 
applications and/or patents which may present double patenting issues with the instant application 
claims," Office Action, June 7, 2006, p. 2. As set forth in MPEP §804, a double patenting 
rejection can be based either on statutory grounds or nonstatutory grounds. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct fiiom the reference 
claim(s) because the examined application claim is either anticipated by, or would have been 
obvious over, the reference claim(s) in a commonly owned patent, or a non-coihmonly owned 
patent but subject to a joint research agreement as set forth in 35 U.S.C, 103(c)(2) and (3), MPEP 
§804 further states that ''the analysis employed in an obviousness-type double patenting 
determination parallels the guidelines for a 35 U.S.C 103(a) rejection set forth in Graham v. John 
Deere Co., 383 U.S. 1, 148 USPQ 459 (1966),'* in which the inquiries for determining 
obviousness include: (A) determining the scope and content of a patent claim relative to a claim 
in the application at issue; (B) determining the differences between die scope and content of the 
patent claim as detOTnined in (A) and the claim in the application at issue; (C) detennining the 
level of ordinary skill in the pertinent art; and (D) evaluating any objective indicia of 
nonobviousness. 

Applicant respectfully believes that imposing a requirement on a patent applicant to 
identify specific claims of related applications and/or patents which may present double patenting 
issues is not proper and is overlybroad under current rules. A careflil examination of 37 CFR 
1.105 reveals the purpose of Requirements for Information and the limits to a proper Requirement 
for Information, As set forth in 37 CFR § 1,105, "[r]equirements for fact^al information known to 
applicant may be presented in any appropriate manner..." (emphasis added). That is. as set forth 
in MPEP §704.11, "Whe terms *factuar and ^facts' are included in 37 CFR §LI05 to make it 
clear that it is facts and factual information, that are known to applicant, or readily obtained after 
reasonable inquiry by applicant, that are sought, and that requirements under 37 CFR LIOS are 
not requesting opiniofts that may be held or would be required to be formulated by applicant.^* 
MPEP §704,11 (emphasis added). From this, it is abundantly clear that any Requirement for 
Information under 37 CPR §1.105 should only seek to obtain facts from an applicant, not 
opinions . The requirement imposed on Applicant by the Examiner to identify specific claims of 
those applications or patents which may present double patenting issues with the instant 
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application claims, is clearly requesting an opinion and is therefore contrary to the very specific 
rule set forth in MPEP §704.1 1 . That is, the requirement that Applicant determine the scope and 
content of patent claims in the present application relative to claims in any related applications 
and determine the differences between the scope and content of the patent claim (per the Graham 
inquiries) is clearly requesting an opinion and is therefore contrary to MPEP §704,1 1 . 

In fact, MPEP §704. 11 (a) hsts examples of information reasonably required to be 
provided by an applicant. At most, subsection (G) is most closely relevant to this issue, which 
states that information required for examination may include "£iJdentijfication of pending or 
abandoned applications filed by at least one of the inventors or assigned to the same assignee as 
the current application that disclose similar subject matter that are not othenvise identified in the 
current application." MPEP §704. ll(a)(G). Applicant has so complied. MPEP §704, 1 1(a) does 
not authorize an examiner to require an applicant to formulate opinions on potential double 
patenting claims in those related applications and/or patents. MPEP §704.1 1 actually restriets an 
examiner from requiring an Applicant to formulate such opinions by specifically speci^^bg 
''requtremenisf under $7 CFR IJOS are not requesting opinions that may be held or would be 
required to be formulated by applicant?^ MPEP §704 J L 

IL Qilice's Pecisioii on Petifioii 

Responsive to Applicant's Petition filed May 1 1 » 2007, the Office cited the Federal Court 
decision of Star Fruits SMC. v. United States, 393 FJd 1277 (Fed. Cir. 2005) in dismissing the 
Petition. In refuting Applicant's arguments, the Office asserted that (1) the Examiner's 
requirement under 37 CFR §1.105 that Applicant identify claims that may present double 
patenting issues is a request for factual infonnation^ not an opinion, and (2) that even were die 
Bxammer's requirement under 37 CFR §1.105 that Applicant identify claims that may present 
double patenting issues be considered requesting an opinion, that based on the holding in Star 
FruitSi ^^[o]pinion is clearly permitted to the extent it may define viable informatioiL^' See 
Decision on Petition, November 21, 2007, p. 3-4. Such is not the case. Neither 37 CFR §1,105 
or Star Fruits can be read so broadly. Such a broad interpretation of Star Ftuits would be in 
direct contradiction to MPEP §704.1 1. Applicant requests review of the following two assertions 
relied upon in the Office's Decision: 

A.) ^^Identifying Claims that may Present Double Patenting Issues is Factual 
Information^^; and 
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B.) "Requiring Applicant to Provide Opinions is Clearly Permitted" 

A. ^^Identifying Claims that mav Present Double Patenting Issues is Factual Information'' 

As set forth above, in the Decision on Petition issued November 21, 2008, the Office 
asserted that the E?carainer's requirement that Applicant identify claims that may present double 
patenting issues is a request for factual information, not an opinion. The Office stated that: 

If an applicant were required to make an admission that the claims of one 
application or patent read on the claims of another, it would appear that this 
v^ould be beyond the scope of 37 CFR §1.105. However, in the present situation. 
Applicants are not being asked this but to identify claims that may present double 
patenting issues. Applicants would be making compar^^pns to identify 
similarities in the claims . This is not an admission that the claims conflict [The] 
Examiner still will determine this. Applicants would be identifying observed 
facts and then Examiner would render an opinion from these facts. Thus» an 
opinion from Applicants is not being required. 

Decision on Petition^ supra at 3 (emphasis added). Applicant respectfully disagrees as the cited 
paragraph reflects that Applicant would nideed have to formulate an opinion, regardless of the 
pronouncement that it would not By its very definition, the requirement by the Examiner that 
Applicant "identity claims that mav present double patenting issues" is requesting formulation of 
an opinion . That is, the term "may" implies tfiat Applicant must make a determination as to what 
claims could or could not present double patenting issues, thus clearly requiring Applicant to 
formulate an opinion as to whether each claim could present double patenting issues. The very 
act of comparing claims (i.e., comparing claim scope) is a legal determination . It is the act of 
formulating an opinion to whether the scope of a claim overlaps tfie scope of another. Such 
formulation is a mental process involving a *View> judgment, or appraisal" formed in Applicant's 
mind as to whether the scope of our claim overlaps the scope of another, which is the very 
definition of an opinion.^ Contrary to the Office's assertion, the present Requirement for 
Information is not simply asking Applicant to "identify" factual information. As identified by the 
Office in the Decision, to identify claims that may present double patenting issues requires a 
preliminary step of "mak[ing] comparisons to identify similarities in claims." Decision on 
Petition^ supra at 3. It is this comparison that requires formulation of an opinion, as defined by 
the Office's own definition of double patenting in the MPEP. 



* See Merriam- Webster Online Dicdonary at htcp://www.m6rriam-we^i?tQ f,9<; >m/dictionarv/opinion. 
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In fact, the Examiner's requirement under 37 CFR §L105 goes well beyond mere 
identification of claims^ but requires Applicant to analyze the elements of specific claims and 
make a determination (i.e.> formulate an opinion) as to whether a double patenting rejection might 
be appropriate - this is a legal determination. That is, identifying claims that may present double 
patenting issues requires Applicant to analyze the elements of each claim in the present 
application and the related applications, make a comparison between the elements of those 
claims, and opine on what claims may present double patenting issues. Requiring Applicant to 
perform these tasks clearly goes beyond a mere "^request for factual information^' that is allowed 
under and 37 CFR §1.105 and requires Applicant to formulate an opinion in direct contradiction 
to the directive set forth in MPEP §704.1 1. 

Applicant also objects to the Office's characterization of the Requirement as not 
requiring Applicant to make "an admission that the claims conflict." Decision on Petition, supra 
at 3. The Office stated that ''[i]f an applicant were required to make an admission that the claims 
of one application or patent read on the claims of another, it would appear that this would be 
beyond the scope of 37 CFR § 1 . IDS'* (id, at 3), but that such was not the case with respect to the 
requirement imposed by the Examiner. Applicwt disagrees. The requirement under 37 CFR 
§1.1 OS imposed by the Examhier, that Applicant identify claims that may present double 
patenting issues^ is in effect requiring Applicant to make a tacit admission that the claims should 
be rejected under a double patenting analysis. The Office cannot reasonably assert that such an 
analysis and identification of claims by Applicant is '"not an admission that the claims conflict,'' 
as the identification of claims by Applicant would clearly influence a determination by the 
Examiner in setting forth any future double patenting rejections. Does the Office believe that 
Applicant could reasonably assert that a certain claim ^^could" be subject to double patenting, then 
when the Examiner issues the double patenting rejection, allow Applicant to tiien argue they are 
not? 

Essentially, a requirement imposed by the Examiner on the Applicant to identif/ claims 
that inay raise double patenting issues is no different than a requirement that Applicant identify 
claims that may be anticipated or obvious by any particular reference. According to the rationale 
set forth by the Examiner, such a requirement would also be proper under 37 CFR §1.105, as 
Applicant would not be making an "admission" that the claims are anticipated or obvious» but 
would only be identifying claims that may be anticipated or obvious by that reference, with the 
final determination to be made by the Examiner. The clear absurdity of this scenario emphasizes 
the opinion being requested from Applicant with regard to an obvious-type double patenting 
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rejection. Such a requirement could not be reasonably supported under 37 CFR §L105, and as 
the present Requirement for Information is similar to such a requirement, the present 
Requirement for Information also cannot be said to be supported under 37 CFR § 1 . 105. 

Directing Applicant to analyze the claims in the manner set forth by the challenged 
Requirement to identify claims that may present double patenting issues^ is clearly outside the 
intended scope of the Requirement for Information under 37 CFR §Ll05. Such a requirement 
places the Examiner's burden on the Applicant to make an initial analysis and detennination as to 
whether the claims should be rejected under non-statutoiy double patenting. While such a 
requirement may be allowed under pending legislation, it clearly falls outside the scope of the 
current version of 37 CFR § 1 . 1 05 and MPEP §704. 11. The very fact that the Decision States that 
Applicant is merely identifying facts, and *Hhen the Examiner would render an opinion from these 
facts" dictates that Applicant is indeed being asked to render its opinion first and - in essence, 
perform the Examiner's job for him/her. The Examiner then will agree or disagree with 
Applicant, but both will have formulated opinions. 

B. ^Requirmp Applicant to Provide Opinions is Clearly Permitted^ 

In dismissing Applicant's Petition, the Office also stated that ''it appears that the Court 
considers forms of opinion relevant and within the authority of the Examiner to require" and cited 
to the decision in Star Fruits for supporting the assertion. Decision on Petition^ supra at 3 
(emphasis added). Even though MPEP specifically forbids request for opinion, the Office stated 
that: 

Opinion is clearly permitted to the extent it may define viable information. This 
is not different from an applicant citing a reference for consideration before the 
examiner, as this is an opinion as to what is believed material to patentabiHty 
under 37 CFR §1.56. The examiner considers that reference and ultimately 
determines whether that reference is to be applied against the claims. When the 
examiner requires a submission of information under 37 CFR § L 105 that may be 
material to patentability, the examiner is still making the ultimate decision based 
on the submission whether that material is applicable. The examiner has required 
this information because it ^'improve[s] patent quality, and render[s] better 
decisions" (MPEP 704.1 1). 

Id at 4. The Office reliance on Star Fruits is misplaced. 

The issue before the court in Star Fruits was whether the appellants therein were witfiin 
their rights to refuse providing facts requested by the Examiner under 37 CFR §1.105. 
Specifically, the Examiner in Star Fruits requested that appellants provide ^information available 
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regarding the sale or other public distribution of the claimed plant variety atiywhere in the world.'* 
Star Fruits, supra at 1280, This request was for factual information and clearly falls under the 
scope of 37 CFR §L105, as MPEP §704.1 l(a)((S)(9) sets forth that "facts related to public use or 
sale situations" may be properly requested by the Examiner. The Examiner's Requirement for 
Information in Star Fruits was proper because it clearly requested nothing more than factual 
information. That requirement is akin to the Examiner's request to identify patents and patent 
appHcatioos that would be relevant to double patenting. However^ had the Requirement in Star 
Fruits asked the Applicant to identify claims that may be unpatentable in light of the public use or 
sale situation, tfiat request would have gone beyond the scope of 37 CFR §105 as tfeat request 
would have requested opinion, versus just facts. 

The present Requirement for Information under 37 CFR §LI05 is clearly distinct from 
the Requirement for Information set forth in Stat Fruits, That is, the present' Requirement 
demands that Applicant identify specific claims that may ptesent double patenting issues that 
would be akin to requesting Star Fruits to identify unpatentable claims and clearly falls outside 
the bounds of 37 CFR §L105 and MPEP §704.1 L 

As set forth above, the requirement that Applicant identify claims that may present 
double patenting issues is actually requiring Applicant to formulate an opinion as to the 
patentabili^ of certain claims. Nowhere m MPEP 37 CFR §1.105, MPEP §704.11, or MPEP 
§704. 21 (a) is such a requirement set forth as an example of information that is "reasonably 
required" or **reasonably necessaiy.** In fact, as set forth in MPEP §704.1 1, '*[t]he terms 'factuaF 
and 'facts' are btcluded in 37 CFR §1.105 to make it clear that it is facts and factual information , 
that are known to applicant, or readily obtained after reasonable inquiry by applicant, that are 
sought, and that requirements under 37 CFR LI 05 are not requesting opinions that may he 
held or wonid be required to heformtttated by applicant:* MPEP §704, 11 (emphasis added). 

The Office's assertion that "[o]pinion is clearly permitted to the extent it may define 
viable information" is in direct contradiction to the purpose of 37 CFR §1.105, as set forth in 
MPEP §704,11. Had the legislators desired the "Requirement for Information" to impel 
Applicatits to formulate opinions on matters related to patentability, they would have included 
such language in 37 CFR §1 . 105. The Office knows it did not when it formulated MPEP §704. 1 1 
stating: '^reqtdrentents under 3? CFR 1J05 are not requesting opinions that may be held or 
would be required to be formulated bv applicant ^' MPEP §704. II (emphasis added). 

Additionally, nowhere in the decision by the Court in Star Fruits is it set forth that an 
examiner may appropriately require an Applicant to formulate an opinion under 37 CFR § 1.105, 
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While the Court in Stco^ Fruits held that the Office is authorized under section 37 CFR §1.105 to 
require information that is "reasonably necessary to properly examine or treat the matter," the 
Court also qualified that statement by stating that the Office cannot simply interpret and enforce 
its own regulations in any desired manner if the interpretation and enforcement of those 
regulations is 'plainly erroneous or inconsistent with the regulation." Star Fruits, supra at 1282. 

In the present case, the Examiner's "Requirement for Information" is clearly erroneous in 
that it is inconsistent with the scope of the "Requirement for Information" set forth in 37 CFR 
§ 1 . 105 and directly contradicting to MPEP §704. 1 1 . Both 37 CFR § 1 . 1 05 and MPEP §704. 1 1 set 
forth that it is factual information that should be requested, and that requiring an Applicant to 
formulate opinions is not within the scope of a request made by the Examiner under 37 CFR 
§1.105. Thus, the Requirement for Infoitnation presently set forth by the Examiner is clearly 
differentiated from the requirement under 37 CFR §1.105 at issue in Star Fruits. The Office's 
statement that ^^it appears that the Court considers forms of opinion relevant and within the 
authority of the Exmniner to require^* is a clear misstatement of the law, as it has no basis or 
support in the Star Fruits decision or in 37 CFR §1.105. MPEP §704, H . or MPEP §704,1 1(a). 

In sum, the Office has not provided a valid basis for requiring Applicant to identify 
specific claims in the applications and/or patents identified by Applicant whioh mav present 
double patenting issues with the instant application claims. The Requirement is improper and, in 
fact, is contradictoiy to the scope of a Requirement for Information under 37 CFR §1.105 and 
MPEP §704.11. 

m> Examiner^s Ittmroper V^t of Notice of Non-Compliant Amendment Under 37 CFR 
1,121 

Applicant respectfully believes that the Examiner's use of a Notice of Non-Compliant 
Amendment under 37 CFR 1.121, regarding the reply filed on September 7, 2006, is also 
improper. While Applicant objected in part to the Requirement for Information imposed by the 
Examiner, no amendments were made to the current application in that response. Accordingly, 
the use of a Notice of Non-Compliant Amendment under 37 CFR 1.121 is clearly improper. 37 
CFR 1.121 is entitled "Manner of making amendments in applications" and sets forth rules 
governing the proper form and procedure for submitting amendments to an application. It 
provides infonnation on the proper manner to> and stylistic rules for, amending an application. 
Since Applicant made no amendments, the Notice is deficient on its face and clearly departs from 
37 CFR 1.121, 
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Furthermore, MPEP §714 sets forth when it is proper for an Examiner to send a Notice of 
Non-Compliant Amendment under 37 CFR 1.121 to an Applicant MPEP §714 states that ''[i]t 
an amendment .,, fails to comply with 37 CFR 1.121, the Office will notify applicant by a Notice 
of Non-Corapliant Amendment, Form PTOL-324, that the amendment fails to comply with the 
requirements of 37 CFR 1.121..." MPEP §7 14(11) (F) (emphasis added). Therefore, per MPEP 
§7I4{IIXF), a Notice of Non-Compliant Amendment should only be prepared when there is an 
amendment that fails to comply with 37 CFR 1.121. No amendments were made in the response 
of September 7, 2006, and as such, the Examiner has provided no grounds for the issuance of a 
Notice of Non-Compliant Amendment under 37 CFR L12L 

Summary 

For all these reasons. Applicant believes that the reply previously filed on September 7. 
2006, is fully responsive to the Requirement for Information under 37 CFR §1 .105. 

In summary, the Examiner has no basis in either the CFR, the MPEP, or from Star Fruits 
for the continued requirement that Applicant identify specific claims which may present double 
patenting issues with the instant application claims. Applicant thus believes that,the Responses 
previously submitted were, in fact, proper responses to the requirement under 37 CFR § 1 . 105. 

Applicant believes no fee is due for filing the Renewed Petition; however, should a fee be 
deemed necessary, Applicant hereby authorizes charging of D^iosit Account No. 07-0845. 

Applicant appreciates the Officer's consideration of these Remarks and cordially invites 
the Office to call the undersigned to expedite resolution of these matters. 

Respectfully submitted, 

/Timothy J. Ziolkowski/ 

Timothy J. Ziolkowski 
Registration No. 38,368 
Direct Dial 262-268-8181 
tjz@zpspatents.com 



P.O.A]lDR£SS: 

Ziolkowski Patent Solutions Group, SC 
136 South Wisconsin Street 
Port Washington, WI 53074 
262-268-8100 
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